2143.03 All Claim Limitations Must Be Taught or Suggested 

To establish prima facie obviousness of a claimed invention, all the claim limitations must 
be taugjit or suggested by the prior art. In re Royka, 490 F.2d 981, 180 USPQ 580 
(CCPA 1 974). "AH words in a claim must be considered in judging the patentability of 
that claim against the prior art."/« re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 
496 (CCPA 1970). If an independent claimis nonobvious under 35 U.S.C. 103, then 
any claim depending therefrom is nonobvious. In re Fine, 837 F.2d 1071, 5 USPQ2d 
1596 (Fed. Cir. 1988). 



The rationale to irodify or combine the prior art does not have to be expressly stated in 
the prior art; the rationale may be expressly or impliedly contained in the prior art or it 
may be reasoned from knowledge generally available to one of ordinary skill in the art, 
established scientific princ^les, or legal precedent established by prior case law. In re 
Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) 



C. Changes in Sequence of Adding Ingredients 

Ex parte Rubin , 128 USPQ 440 (Bd. App. 1959) (Prior art reference disclosing a 
process of making a laminated sheet wherein a base sheet is first coated with a metallic 
film and thereafter impregnated with a thermosetting material was held to render prima 
facie obvious claims directed to a process of making a laminated sheet by reversing the 
order of the prior art process steps.). See also In re Burhans, 154 F.2d 690, 69 USPQ 
330 (CCPA 1946) (selection of any order of performing process steps is prima facie 
obvious in the absence of new or unexpected results); In re Gibson, 39 F.2d 975, 5 
USPQ 230 (CCPA 1930) (Selection of any order of mixing ingredients is prima facie 
obvious.). 



and expectations of the art.). 



C. Making Separable 

In re Dulberg, 289 F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961) (Hie claimed 
structure, a lipstick holder with a removable cap, was fully met by the prior art except 
that in the prior art the cap is <( press fitted" and therefore not manually removable. The 
court held that "if it were considered desirable for any reason to obtain access to the end 
of [the prior art's] holder to which the cap is applied, it would be obvious to make the cap 
removable for that purpose."). 

D. Making Adjustable 

In re Stevens , 212 F.2d 197, 101 USPQ 284 (CCPA 1954) (Claims were directed to 
a handle for a fishing rod wherein the handle has a longitudinally adjustable finger hook, 
and the hand grip of the handle connects with the body portion by means of a universal 
joint. The court held that adjustability, where needed, is not a patentable advance, and 
because there was an art- recognized need for adjustment in a fishing rod, the substitution 
of a universal joint for the single pivot of the prior art would have been obvious.). 

E. Making Continuous 

In re Dilnot, 319 F.2d 188, 138 USPQ 248 (CCPA 1963) (Claim directed to a 
method of producing a cementitious structure wherein a stable air foam is introduced into 
a slurry of cementitious material differed from the prior art only in requiring the addition of 
the foam to be continuous. The court held the claimed continuous operation would have 
been obvious in light of the batch process of the prior art.). 

VI. REVERSAL, DUPLICATION, OR REAR-RANGEMENT OF PARTS 

A. Reversal of Parts 

In re Gazda, 219 F.2d 449, 104 USPQ 400 (CCPA 1955) (Prior art disclosed a 
clock fixed to the stationary steering wheel column of an automobile while the gear for 
winding the clock moves with steering wheel; mere reversal of such movement, so the 
clock moves with wheel, was held to be an obvious expedient). 

B. Duplication of Parts 

In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 1960) (Claims at issue were 
directed to a water-tight masonry structure wherein a water seal of flexible material fills 
the joints which form between adjacent pours of concrete. The claimed water seal has a 
'Nveb" which lies ** in the joint, and a plurality of "ribs" ** >projecting outwardly from 
each side of the web into one of the adjacent concrete slabs. <The prior art disclosed a 
flexible water stop for preventing passage of water between masses of concrete in the 
shape of a plus sign (+). Although the reference did not disclose a plurality of ribs, the 
court held that mere duplication of parts has no patentable significance unless a new and 
unexpected result is produced.). 

C. Rearrangement of Parts 

In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950) (Claims to a hydraulic 
power press which read on the prior art except with regard to the position of the starting 
switch were held unpatentable because shifting the position of the starting switch would 
not have modified the operation of the device.); In re Kuhle, 526 F.2d 553, 1 88 USPQ 
7 (CCPA 1975) (the particular placement of a contact in a conductivity measuring device 
was held to be an obvious matter of design choice). However, 'The mere feet that a 
worker in the art could rearrange the parts of the reference device to meet the terms of 
the claims on appeal is not by itself sufficient to support a finding of obviousness. The 



prior art must provide a motivation or reason for the worker in the art, without the benefit 
of appellant's specification, to make the necessary changes in the reference device." Ex 
parte Chicago Rawhide Mfg. Co., 223 USPQ 351, 353 (Bd. Pat. App. & Inter. 
1984). 

V 



II. OPTIMIZATION OF RANGES 



A. Optimization Within Prior Art Conditions or Through Routine Experimentation 

Generally, differences in concentration or temperature will not support the patentability of 
subject matter encompassed by the prior art unless there is evidence indicating such 
concentration or temperature is criticaL "[W]here the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In reAller, 220 F.2d 454, 456, 105 USPQ 233, 235 
(CCPA1955) 



facie obvious, within the meaning of 35 U.S.C. 103, to enploy these components in 
combination for their known functions and to optimize the amount of each additive.... 
Appellant argues... hindsight reconstruction or at best,... obvious to try'.... We agree with 
appellant. "). 



